


No Attorney-Client Relationship or Legal Advice 

Presentation of information by, in, or through this program and your receipt or 
use of such information (1) is not provided in the course of and does not create 
or constitute an attorney-client relationship, (2) is not intended as a solicitation, 
(3) is not intended to convey or constitute legal advice, and (4) is not a substitute 
for obtaining legal advice from a qualified attorney.  This presentation in any form 
should be used for informational purposes only. You should not act upon any 
such information without first seeking qualified professional counsel on your 
specific matter.   The hiring of an attorney is an important decision that should 

not be based solely upon attending a presentation. You would be 
bat-shit crazy to think listening to me for an hour is a 
smart way to make an important legal decision about 
your brand.



Agenda

● What Names Are For?

● What is a brand?

● How brand builds value

● Bad things do happen

● The law of brand protection



Why Do You Need a Name?

Why do we need names?
● Pay taxes
● Receive service
● Identify parties to a contract
● Distinguish between products, services, and companies 



Merchant 
Marks

An emblem or device adopted by a 
merchant, and placed on goods or 

products sold by him in order to 
keep track of them, or as a sign of 
authentication. It may also be used 

as a mark of identity in other 
contexts.

A selection of merchants' marks used by medieval 
merchants of the City of Norwich, England

https://en.wikipedia.org/wiki/Norwich


What is a Brand?

“A brand is not a logo. A brand is not an identity. 
A brand is not a product. A brand is a person’s 
gut feeling about a product, service, or 
organization.”

“Your brand isn’t what you say it is. It’s what they 
say it is.”

Marty Neumeier, author and speaker. 



A brand is an 
idea or feeling

“A brand is a living entity – 
and it is enriched or 

undermined cumulatively 
over time, the product of a 
thousand small gestures”
– Michael Eisner, Disney 

CEO, 1984-2005



Value of a Brand

Walmart Vest: 
$18.43

Patagonia Vest: 
$99

Brands hold 
the value 

created by 
everything you 

do. 



What’s more valuable?



The Law

Established Businesses

Want to stop others from using it

New Businesses

I want to use it (name, logo, etc)

Unfair competition

New brands want right to use

Established brands want the right 
to defend

Imagine your brand as established



Build a Big Asset

Weak

Strong

Generic

Descriptive

Suggestive

Arbitrary

Fanciful



It can be anything



Trademarks must identify a particular 
business as the source of goods or services.

A. Must be distinctive 
B. Not likely to be confused



The Law

Trademark Act bars registration of an applied-for mark that so resembles a 
registered mark that it is likely a potential consumer would be confused, 
mistaken, or deceived as to the source of the goods and/or 
services of the applicant and registrant.  

Key factors are the similarity of the marks as to appearance, sound, 
meaning, and overall commercial impression, the relatedness of the goods 
and/or services, and the similarity of trade channels of the goods and/or 
services.   

A mark is considered merely descriptive if it describes an ingredient, 
quality, characteristic, function, feature, purpose, or use of the specified goods 
or services.



Deeper Cuts
Phonic equivalents: A slight misspelling of a word will not turn a descriptive or 
generic word into a non-descriptive mark.

Words common foreign languages are translated into English prior to being 
tested for the statutory bars to registration.  

Relatedness of the goods: and/or services: It is not necessary that the goods 
under consideration be identical or even competitive in nature in order to support a 
finding of likelihood of confusion. The goods need only be “related in some manner or 
if the circumstances surrounding their marketing are such that they could give rise to 
the mistaken belief that they emanate from the same source.”   

Primarily merely a surname: Thus, the impact the applied-for term has or would 
have on the purchasing public must be evaluated in determining whether the primary, 
and only, significance of the term is a surname significance.

The significance of a mark is primarily geographic if it identifies a real and 
significant geographic location and the primary meaning of the mark is the geographic 
meaning.



What Makes A Name Great?

“There's nothing 
intrinsically great about 
your current name. 
Nearly all your 
attachment to it comes 
from it being attached to 
you.”

-paulgraham.com/name.html



Stand Out
Be Authentic 

Tell your unique story-it's all you got!

“Bourbon has been done the same way for so long that the process of distilling has 
been perfected,” explains Trey Zoeller, founder of Jefferson’s Bourbon, besides barrels 
of his bourbon aboard the Ocearch.



“Success comes from standing out, not fitting in.”
Don Draper, advertising man from Mad Men



This is not a strategy
Intellectual Property is something that all breweries (small and 
big) need to value. It’s one of the biggest assets we can own,”

https://qz.com/589208/craft-beers-recent-spate-of-lawsuits-has-beer-drinkers-hopping-mad/ Tomme Arthur COO Port Brewing 

Image Credit: https://www.flickr.com/photos/12023825@N04/
(CC BY-SA 2.0)

https://qz.com/589208/craft-beers-recent-spate-of-lawsuits-has-beer-drinkers-hopping-mad/
https://www.flickr.com/photos/12023825@N04/
https://creativecommons.org/licenses/by-sa/2.0/legalcode


https://www.abqjournal.com/1064338/

https://www.abqjournal.com/1064338/bakery-closes-amid-trademark-fight-with-general-mills.html




True Tails





Vertical Directory



Approved Labels 



Beer Class



Wine/Spirits





Zuzax; 
A Kölsch style ale. This beer is 
bound to be your new summer 
favorite. It’s a Ready-for-anything 
adventure beer that is as at home 
on the mountainside as it is in 
your backyard. Light, crisp, and 
refreshing, it hits the spot every 
time.

Alcohol By Volume: 4.8%
IBUs: 27







Clearance 
Process

1. Brainstorm Names
2. Narrow to Unique, Distinct Names
3. Check Vertical Sites (Untapped, Etc.)
4. Search USPTO/TTB (Level I)
5. Consult a Pro

a. File
b. Monitor your application(s)
c. Develop a plan for responses
d. Monitor your key brands



• 2 breweries began selling “Slow Ride” beer within months of 
each other in 2014.

• Oasis was first to use but did not file a Federal trademark app. 

• New Belgium applied for a trademark in May 2014 - told the PTO 
it did not know of other users. Oasis disputes, says
NB knew by June 2014.

• NB settles & owns the the Federal rights Slow
Ride as its trademark but will sell the beers in Texas
under the name "Session IPA.”

Slow Ride to an
Uncertain McFate



Myths
• My name is registered with the SOS so we’re good

• Registering my domain is enough

• Changes in spelling = no infringement

• If my name is in my logo both are protected 

• Rights begin at registration

• Google will find all conflicts

• My mark should describe my product

• I can use ® anytime I use my mark/name

• Trademarks are always words or logos



How We Focus Resources

• New Marks

• Work hard to find one

• Existing Marks (with brand equity)

• Work hard to get (at least some rights to) them



How To Rank your Names

Important Secondary Products

Core Products - SKUs

Seasonal

One Off
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Name of your Business

LEAST

Taglines



How to Audit Your Marks

Search Vertical Sites TESS/USPTO 3RD PTY DB

Evaluate How Many How Close Who Owns

Distinct? Descriptive Suggestive Arbitrary

Fix/Change Consent/Coexist Modify Change

File State/Federal Logo/Word Shape/Color/Class



Suggestions

Image Credit: https://www.flickr.com/photos/12023825@N04/
(CC BY-SA 2.0)

Audit
Triage

Fix, negotiate or plan to change

https://www.flickr.com/photos/12023825@N04/
https://creativecommons.org/licenses/by-sa/2.0/legalcode


Forest Brewing

• Caliche Brown 

• Silvery Minnow Pale Ale

• Bunny Hop IPA

• Schwartz Stout

• Heavy Water Wheat 



info@blackgardenlaw.com
888-317-3556
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